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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a )^ This action is FINAL. 2b)D This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Response to Arguments 

1 . Applicants' arguments, filed 3/18/2008, have been fully considered but they are 
not deemed to be persuasive. Rejections and/or objections not reiterated from previous 
office actions are hereby withdrawn. The following rejections and/or objections are 
either reiterated or newly applied. They constitute the complete set presently being 
applied to the instant application. 

2. Applicant's arguments with respect to the written description rejection have been 
fully considered but they are not persuasive: 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-11, 14-21, 23-24 and 29-35 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

Applicant argues that there is abundant literature teaching one skilled in the art 
how to make a compound containing a functional N-oxide group, i.e., by a N-oxidation 
reaction of a tertiary amine or a pyridine analog; that the structure of formula (I) contains 
4-7 ring N atoms and 1-2 of which are contained in the pyridine analogs, all of which are 
suitable candidates for forming N-oxides by using various oxidizing agents. The point 
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that was made in the previous Office Action can be illustrated with the elected 
compound. This structure contains 6 N atoms, each of which will presumably form an 
N-oxide. That means that there are (2 6 -1 ) or 63 different N-oxide derivatives of the 
elected compound possible. Applicant has not described any individual N-oxide 
compounds, nor how to selectively make such N-oxide derivatives of the compounds of 
the claims (how does one of ordinary skill in the art selectively form N-oxides at 3 
selected specific N atoms, without forming N-oxides at the other three N atoms? Not by 
a general reaction with H 2 0 2 , which would be expected to react with every N atom 
indiscriminately). The exhibits, while providing example reactions where single N atoms 
are converted to N-oxides, do not teach the more complex case (present in the instant 
application) of selectively converting certain N-atoms to N-oxides in structures 
containing multiple reactive N atoms. 

For these reasons the position is maintained that applicant was not in possession 
of "n-oxides" of compounds of formula (I) at the time of the filing of the application and 
the rejection is maintained. 

4. Applicant's arguments, see Section V, pp. 6-7, filed 3/18/2008, with respect to 
the enablement rejection have been fully considered and are persuasive. The rejection 
of claims 1-11,14-21, 23-24 and 29-35 as not enabled for using the compounds of 
formula (I) has been withdrawn. 

Terminal Disclaimer 

5. The terminal disclaimer filed on 3/18/2008 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of 
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application No. 10/526,653 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Conclusion 

6. No claim is allowed. 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY P. THOMAS whose telephone number is 
(571)272-8994. The examiner can normally be reached on Monday-Thursday 6:30 a.m. 
- 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Timothy P Thomas/ 
Examiner, Art Unit 1614 

/Ardin Marschel/ 

Supervisory Patent Examiner, Art Unit 1614 



